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DETAILED ACTION 
Election/Restrictions 

1. Claims 13-20 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected Groups II, III, IV, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on October 10, 2006. 

Claim Rejections - 35 USC §101 
1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-12, 21-24 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims are directed to a judicial exception; as such, pursuant to the Interim 
Guidelines on Patent Eligible Subject Matter (MPEP 2106)), the claims must have either 
physical transformation and/or a useful, concrete and tangible result. The claims fail to include 
transformation from one physical state to another. Although, the claims appear useful and 
concrete, there does not appear to be a tangible result claimed. Merely comparing the printed 
test pattern to the printed reference pattern etc.. would not appear to be sufficient to constitute a 
tangible result, since the outcome of the comparing step has not been used in a disclosed 
practical application nor made available in such a manner that its usefulness in a disclosed 
practical application can be realized. As such, the subject matter of the claims is not patent 
eligible. 
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Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 4-8, 10-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Omae et 
al. ('793). 

Claim 1 

Omae et al. ('793) discloses printing a reference pattern (Fig. 1, Ref. MA) on a reference 
substrate (Fig. 1, Ref. PB) using the patterning device (Col. 3, lines 36-43); printing a pattern for 
manufacture of a device on a production substrate different from said reference substrate using 
the patterning device (Col. 8, lines 44-55); printing a test pattern on a test substrate using the 
patterning device; and comparing the printed test pattern to the printed reference pattern to detect 
a defect in the patterning device (Col. 3, lines 45-65). 
Claim 4 

Omae et al. ('793) discloses the test substrate is the reference substrate (See Fig. 1, Ref. 

PB). 
Claim 5 

Omae et al. ('793) the printed test pattern is a pattern in developed resist (Col. 3, lines 53- 

55). 

Claim 6 
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Omae et al. ('793) further discloses the reference pattern is printed at a plurality of 
different locations on the reference substrate (Fig. 1, Ref. MA, PI 1-P13). 
Claim 7 

Omae et al. ('793) further discloses individual printed reference patterns are spaced such 
that an individual test pattern can be printed beside each individual printed reference pattern (See 
Fig. 1). 
Claim 8 

Omae et al. ('793) further discloses the printed test pattern to the printed reference pattern 
the patterned test substrate and reference substrate are scanned by at least one optical defect 
inspection tool (Fig. 2, Ref. 11). 
Claim 10 

Omae et al. ('793) discloses wherein multiple comparisons take place between multiple 
printed reference patterns and multiple printed test patterns (Col. 8, lines 44-55). 
Claim 11 

Omae et al. ('793) further discloses wherein majority voting determines location of the 
defect in the patterning device (Col. 8, lines 56-67). 

Claim Rejections - 35 USC §103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 2-3, 9, 12 are rejected under 35TJ.S.C. 103(a) as being unpatentable over Omae et 
al. ( c 793). 
Claim 2 

Omae et al. ('793) discloses the claimed invention except for the substrate is a silicon 
wafer. It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine Omae et al. ('793) with the silicon wafer since it was well known in the art 
that using silicon wafers is the most economical material for mass production, therefore lowering 
manufacturing costs. 
Claim 3 

Omae et al. ('793) discloses the claimed invention except for the silicon wafer having a 
Si02 layer. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine Omae et al. ('793) with the Si02 layer since it was well known 
in the art that using such a layer improves image pattern repeatability, therefore decreasing the 
amount of waste. 
Claim 9 

Omae et al. ('793) discloses the claimed invention except for the reference pattern 
substrate and test pattern substrate are scanned simultaneously. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to combine Omae et al. 
('793) with simultaneously scanning since it was well known in the art that scanning the 
substrates simultaneously increases the speed of the inspection, therefore decreasing the 
manufacturing time of the substrates. 
Claim 12 
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Omae et al. ('793) discloses the claimed invention except for the patterning device is a 
photolithography mask. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to combine Omae et al ('793) with the photolithography mask 
since it was well known in the art that using a photolithographic mask produces reliable pattern 
information, therefore deceasing the amount of defect transferred a substrate. 

6. Claims 21-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Omae et al. 

('793). 

Claim 21 

Omae et al. ('793) discloses generating a reference pattern (Fig. 1, Ref. Ma) on a first 
substrate (Fig. 1, Ref. PB) using a projection beam of radiation and the patterning device; 
generating a pattern on a second substrate using the projection beam of radiation and the 
patterning device; and comparing the reference pattern on the first substrate to the pattern on the 
second substrate to detect a defect in the patterning device (Col. 3, lines 45-65). 
Claim 22 

Omae et al. ('793) discloses the pattern is a test pattern and the second substrate is a test 
substrate (See Fig. 1). 
Claim 23 

Omae et al. ( c 793) discloses the pattern is a test pattern and the second substrate is the 
first substrate (See Fig. 1). 
Claim 24 
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Omae et al. ('793) discloses the pattern comprises features of a manufactured device and 
the second substrate comprises the manufactured device (Col. 8, lines 44-55). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Stafira whose telephone number is 571-272-2430. 
The examiner can normally be reached on 4/10 Schedule Mon.-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Toatley can be reached on 571-272-2800 ext. 77. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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